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DETAILED ACTION 

1 . This Office Action is a response to communications dated 1 1/05/07. Claims 2-21 , 
23-31, 33-56 are pending in the application. 



Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 45-47, 48-50, 51-53 and 54-56 are objected to under 37 CFR 1.75 as being a 
substantial duplicate of claims 26-28, 29-31, 36-38 and 39-41, respectively. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 



Claim Rejections - 35 USC § 101 

3. Claims 2-21 and 42 are rejected under 35 U.S.C. 101 because the claimed invention 
is not supported by either a specific and substantial asserted utility or a well established 
utility for the following rationales: 
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As per base claims 11,16 and 42, the claims are rejected under 35 U.S.C. 101 
because the claimed inventions are directed to non-statutory subject matter. Base 
claims 11,16 and 42 are drawn to a computer implemented process that merely 
manipulates data or an abstract idea, or merely solves a mathematical problem without 
a limitation to a practical application in the technological arts. 

In order for a claimed invention to accomplish a practical application, it must 
produce a "useful, concrete and tangible result" State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02 (see MPEP 2106.II.A). A practical application can be achieved 
through recitation of "a physical transformation outside the computer for which a 
practical application in the technological arts is either disclosed in the specification or 
would have been known to a skilled artisan", or "limited to a practical application within 
the technological arts" (MPEP 2106 IVB2(b)). Currently, base claims 11, 16 and 42 
meet neither of these criteria. In order to for the claimed process to produce a "useful, 
concrete and tangible" result, recitation of one or more of the following elements is 
suggested: 

1 . The manipulation of data that represents a physical object or activity 
transformed from outside the computer (MPEP 2106 IVB2(b)(i)). 

2. A recitation of a physical transformations outside the computer, for . 
example in the form of pre or post computer processing activity (MPEP 
2106 IVB2(b)(i)). 
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Dependent claims 2-10, 12-15 and 17-21 fall with their respective parent claims 
42, 11 and 16. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 2-21 and 42 are also rejected under 35 U.S.C. 112, first paragraph. 
Specifically, since the claimed invention is not supported by either a specific and 
substantial asserted utility or a well established utility for the reasons set forth above, 
one skilled in the art clearly would not know how to use the claimed invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 2-21 and 42 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per base claims 11,16 and 42, they are commonly recited the limitation of 
"storing a transaction result in a memory." This limitation is rather vague causing the 
claims to be indefinite because it does not structurally and functionally interconnect with 
other limitations in the claims. Moreover, it is unclear for what purpose or why the " 
transaction" is stored in "a memory." 
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Dependent claims 2-10, 12-15, and 17-21 variously depend from their indefinite 
parent claims 11, 16 and 42. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 2-4, 23-25, 33-35 and 42-44 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Garney et al (USP 6,389,501) (hereinafter "Garney"). 

Regarding claim 42, in accordance with Garney reference entirety, Garney 
discloses a method (Fig. 4 and the accompanied description at col. 6, line 4 to col. 7, 
line 12) for communicating data between a host (410) and an agent (402 or 403), the 
method comprising: 

performing a first transaction at a first time (high speed) between a host controller 
(406) and a hub (404), said first transaction initiated by said host controller (406) (co/. 6, 
lines 40-50, it is disclosed device driver 408 processes a number of the request packets 
destined for low speed bus agent 402 into a multi-packet package 422, and schedules 
the multi-packet package 422 for transmission by bus controller 406, in bulk, to low 
speed bus agent 402, by way ofSF (store-and-forward) hub 104' hub to buffer) ; 
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performing a second transaction (low speed) between the hub (404) and an 
agent (402) based on the first transaction at the first time (col. 6, lines 50-53, it is 
disclosed SF hub 104', in turn, causes the request packets to be forwarded to low 
speed bus agent 402, on a packet-by-packet basis, using the slower communication 
speed); 

repeating, by the host controller (406), the first transaction (high speed) at a 
second time between the host controller (406) and the hub (404) (col. 6, lines 26-28, it is 
disclosed the invention does not have speed shifting between transactions. Therefore, 
should there be a need to communicate with a high speed agent, the following will 
happen. At col. 6, lines 36-40, it is disclosed device driver 408 simply schedules 
transactions 428 for bus controller 406 to transmit, and conventional high speed 
repeater hub logic 407 to repeat (without buffering) for high speed agent 403); and 

storing a transaction result in a memory (col. 6, line 50 and thereinafter). 

Regarding claim 2, in addition to features recited in base claim 42 (see 
rationales discussed above), Garney further discloses wherein the first transaction at 
the first time and the first transaction at the second time are performed at a first 
communication speed (high speed) or in accordance with a first protocol (Fig. 4 depicts 
high speed communication is performed between host system 410 and hub 407 or hub 
104 and it is also clearly disclosed at col. 6, lines 34-53). 

Regarding claim 3, in addition to features recited in base claim 42 (see 
rationales discussed above), Garney further discloses wherein the second transaction is 
performed at a second communication speed (low speed) or in accordance with a 
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second protocol (Fig. 4 depicts low speed communication is performed between hub 
104' and agent 402 and it is also clearly disclosed at coL 6, lines 34-53). 

Regarding claim 4, in addition to features recited in base claim 42 (see 
rationales discussed above), Garney further discloses performing a third transaction 
between the first transaction at the first time and the first transaction at the second time 
{col. 6, lines 38-39, it is disclosed the transactions 428 received at hub 407 is repeated 
to agent 403 without buffering). 

Regarding claim 43, in accordance with Garney reference entirety, Garney 
shows a digital system (Fig. 4) comprising: 

a host controller (406); 

a device driver (408) configured to operate the host controller (406) to initiate and 
perform a first transaction at a first time between the host controller (406) and a hub 
(404) (col. 6, lines 40-53) and to initiate and repeat (407) the first transaction at a 
second time between the host controller (406) and the hub (404) (col. 6, lines 34-40)\ 

wherein the hub is configured to perform a second transaction with an agent 
(402) based upon the first transaction at the first time (col. 6, lines 50-53, it is disclosed 
SF hub 104', in turn, causes the request packets to be forwarded to low speed bus 
agent 402, on a packet-by-packet basis, using the slower communication speed); 
wherein the first transaction at the second time is repeated after the second transaction 
(col. 6, lines 26-28, it is disclosed the invention does not have speed shifting between 
transactions. Therefore, should there be a need to communicate with a high-speed 
agent. The following will happen. At col. 6, lines 36-40, it is disclosed device driver 408 
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simply schedules transactions 428 for bus controller 406 to transmit, and conventional 
high speed repeater hub logic 407 to repeat (without buffering) for high speed agent 
403)] and storing a transaction result in a memory (col. 6, line 50 and thereinafter). 

Regarding claim 23, in addition to features recited in base claim 43 (see 
rationales discussed above), Garney further discloses wherein the first transaction at 
the first time and the first transaction at the second time are performed at a first 
communication speed (high speed) or in accordance with a first protocol (Fig. 4 depicts 
high speed communication is performed between host system 410 and hub 407 or hub 
104 and it is also clearly disclosed at col. 6, lines 34-53). 

Regarding claim 24, in addition to features recited in base claim 43 (see 
rationales discussed above), Garney further discloses wherein the second transaction is 
performed at a second communication speed (low speed) or in accordance with a 
second protocol (Fig. 4 depicts low speed communication is performed between hub 
104' and agent 402 and it is also clearly disclosed at col. 6, lines 34-53). 

Regarding claim 25, in addition to features recited in base claim 43 (see 
rationales discussed above), Garney further discloses wherein the host controller is 
configured to perform a third transaction between the first transaction at the first time 
and the first transaction at the second time (col. 6, lines 38-39, it is disclosed the 
transactions 428 received at hub 407 is repeated to agent 403 without buffering. The 
reverse process between the hub and the controller is also held truth). 

Regarding claim 44, in accordance with Garney reference entirety, Garney 
shows a digital system (Fig. 4) comprising: 
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a first hub controller (407) configured to initiate and perform a first transaction 
(high speed transaction) at a first time with a host controller (406) and to initiate and 
perform the first transaction (high speed transaction) at a second time with the host 
controller (406) (col. 6, lines 26-28, it is disclosed the invention does not have speed 
shifting between transactions. Therefore, should there be a need to communicate with 
a high speed agent, the following will happen. At col. 6, lines 36-40, it is disclosed 
device driver 408 simply schedules transactions 428 for bus controller 406 to transmit, 
and conventional high speed repeater hub logic 407 to repeat (without buffering) for 
high speed agent 403. The reverse communication process from the high speed agent 
to high speed hub 407 to host controller is inherently held truth from the recited 
passage); 

a second hub controller (104') coupled to the first hub controller (407) (see Fig. 4 
for connection details) and configured to perform a second transaction (low speed 
transaction) with an agent (402) upon the first transaction at the first time (at col. 6, lines 
40-53, Garney discloses the transaction between the host controller 406 and the low 
speed agent 402 comprising the packets from the host controller 106 are stored at a 
first hub controller 104' and forwarded to the low speed agent 402 by the first hub 
controller 104'. The reverse communication process from the low speed agent 402 to 
the first hub controller 104' to the host controller 406 is inherently held truth from the 
recited passage); and wherein the first transaction at the second time (high speed 
transaction) is performed after the second transaction (low speed transaction) (col. 6, 
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lines 34-53); and storing a transaction result in a memory (col. 6, line 50 and 
thereinafter). 

Regarding claim 33, in addition to features recited in base claim 44 (see 
rationales discussed above), Garney further discloses wherein the first transaction at 
the first time and the first transaction at the second time are performed at a first 
communication speed (high speed) or in accordance with a first protocol (Fig. 4 depicts 
high speed communication is performed between host system 410 and hub 407 or hub 
104 and it is also clearly disclosed at col. 6, lines 34-53). 

Regarding claim 34, in addition to features recited in base claim 44 (see 
rationales discussed above), Garney further discloses wherein the second transaction is 
performed at a second communication speed (low speed) or in accordance with a 
second protocol (Fig. 4 depicts low speed communication is performed between hub 
104' and agent 402 and it is also clearly disclosed at col. 6, lines 34-53). 

Regarding claim 35, in addition to features recited in base claim 44 (see 
rationales discussed above), Garney further discloses wherein the host controller is 
configured to perform a third transaction between the first transaction at the first time 
and the first transaction at the second time (col. 6, lines 38-39, it is disclosed the 
transactions 428 received at hub 407 is repeated to agent 403 without buffering. The 
reverse process between the hub and the controller is also held truth). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions* covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

7. Claims 1 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garney in view of Wooten (USP 5,832,492). 

Regarding claims 11-21, the claims call for a method similar to claims 42 and 44 
with exception features of receiving at the host controller from the agent a request to 
perform the transactions, and generating a frame template and performing the 
transactions periodically in accordance with specific time periods. Garney, as 
discussed above regarding claims 42 and 44, teaches the method but fails to 
specifically disclose receiving at the host controller from the agent a request to perform 



Application/Control Number: 09/461,625 Page 12 

Art Unit: 2616 

the transactions, and generating a frame template and performing the transactions 
periodically in accordance with specific time periods. 

In an analogous art, Wooten, like Garney, also teaches methods for USB 
communications (e.g., see col. 3, line 30 - col. 15, line 57). Specifically, Wooten teaches 
receiving at the host controller from the agent a request to perform the transactions 
(e.g., see col. 6, lines 17-21 regarding device-initiated communications), and generating 
a frame template and performing the transactions periodically in accordance with 
specific time periods (e.g., see col. 6, lines 5-9 regarding periodic communications). The 
teachings of Wooten provide a method for USB communications with reduced memory 
access and size requirements (e.g., see col. 3, lines 1-67). 

Thus, at the time of the invention it would have been obvious to one of ordinary 
skill in the art to apply the USB communication teachings of Wooten to the USB 
communication teachings of Kim in order to provide USB communications with reduced 
memory access and size requirements. 

Furthermore, it is generally considered to be within the ordinary skill in the art to 
adjust, vary, select or optimize the numerical parameters or values of any system 
absent a showing of criticality in a particular recited value. 

Thus, at the time of the invention it would have been obvious to one of ordinary 
skill in the art to configure frame templates according to various particular time periods, 
since it is generally considered to be within the ordinary skill in the art to adjust, vary, 
select or optimize the numerical parameters or values of any system absent a showing 
of criticality in a particular recited value. 
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Allowable Subject Matter 

8. Claims 45-56 would be allowed if, in a response to this Office Action, the Applicants 
cancel 26-31 and 36-41 to resolve the 101 objection discussed above. 

Response to Arguments 

9. Applicant's arguments filed 1 1/05/07 have been fully considered but they are not 
persuasive. 

In the Remarks of the outstanding response, pertaining the newly added claims 
45-56, Applicants asserts these claims are allowable because they incorporated the 
allowable subject matters of objected claims 26-31 and 36-41. 

In response Examiner respectfully disagrees for the rationales discussed above. 

Pertaining the § 101 rejections, Applicants assert the amendments to claims 11, 
16 and 42 render the rejection moot. 

In response Examiner respectfully disagrees for the rationales discussed above. 

Pertaining the rejection of claim 42, Applicants disagrees with the Examiner's 
interpretation of Garney's teaching in the applied art (USP 6,389,501) and gives a 
detailed analysis of the Garney's teaching, specifically the cited portion in the Office 
Action. Applicants conclude that "In order to support a proper rejection of claim 42, the 
cited section must teach or suggest at least performing a transaction between a host 
controller and a hub initiated by the host controller and repeating, by the host controller, 
the same transaction between the host controller and the same hub " (emphasis 
added by Examiner) . 
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In response, examiner respectfully disagrees and asserts, as clearly pointed out 
in the Office Action, the cited section of Garney reference does indeed anticipate the 
claimed invention in the present condition. There is no clear recitation of "the same 
transaction" and "the same hub" in the disputed claim. In order to refer to "the same 
event" or "the same limitation", the "said" term must be preceded. A careful review of 
the disputed claim, Examiner finds no such recitation. Perhaps Applicants refer to 
certain features that are disclosed in the present application but not recited in the reject 
claims in making the contention that the Garney reference fails to show certain feature 
of Applicants' invention. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed Cir. 1993). 

Examiner believes an earnest attempt has been made in addressing all of the 
Applicants' arguments/concerns. Due to the response fails to place the instant 
application in a favorable condition for allowance, the rejection is maintained. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Duong whose telephone number is 571-272- 
3164. The examiner can normally be reached on 7:00AM-3:30PM, Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynn D. Feild can be reached on 571-272-2092. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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